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SUPPLEMENTAL EXAMINER'S ANSWER 



Responsive to the reply brief under 37 CRF 41 .41 filed on January 9, 2008 , a 
supplemental Examiner's Answer is set forth below: 

This is in response to the appeal brief filed October 29, 2007 appealing from the 
Office action mailed August 22, 2007. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 
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(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

5,876,663 LAROUSSI 03-1999 

6,379,539 UBELHOR 04-2002 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC §112 

I. Claims 12-20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
Claim 12 

line 7, recites "without subjecting the waste directly to the plasma". 

Appellants' specification, pages 1-6, does not mention without subjecting the 
waste directly to the plasma in the method. Thus, there is insufficient written description 
to inform a skilled artisan that applicant was in possession of the claimed invention as a 
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whole at the time the application was filed. 

However, there is sufficient written description for flowing the waste into conduit 
140 where it is carried past the waves of the RF plasma generator 150 (page 4, lines 
22-23). The conduit, which is substantially water tight, carries the fluid waste past the 
waves allowing it to be subjected to the waves for an amount of time that is sufficient 
to inactivate or kill a substantial amount of the microorganisms in the waste (page 5, 
lines 5-8). 

As shown in Appellants' Fig. 1: 



the conduit 140 carries the waste in the vicinity of the RF plasma wave generator 150. 
The waste would have been subjected directly to the waves produced by the RF plasma 
generator 150. 

The Examiner has carefully considered the entire specification as originally filed, 
however, there is found no literal support in the specification for the newly added 
limitation in amended claim 12. Appellants have not provided the page number and line 
numbers from the specification as to where the newly added limitations are coming 
from. Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983) aff'd mem. 738 F.2d 453 
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(Fed. Cir. 1984). 

II. Claims 15-17 and 20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
Claim 15 

lines 1-2, it appears that "treating the waste at a rate of at least 20 l/hr" is further 
limiting the "conditions" recited in claim 12, lines 4-6. However, it is unclear if it is. If it is 
not, then what is the relationship between the step of treating the waste at a rate of at 
least 20 l/hr and the step of carrying the waste past waves produced by the RF plasma 
wave generator under conditions in which a substantial percentage of the population of 
a microbe in the waste is inactivated or killed, to produce a treated waste? 

Claim 16 

lines 1-2, it appears that "treating the waste at a rate of at least 20 l/hr" is further 
limiting the "conditions" recited in claim 12, lines 4-6. However, it is unclear if it is. If it is 
not, then what is the relationship between the step of treating the waste at a rate of at 
least 20 l/hr and the step of carrying the waste past waves produced by the RF plasma 
wave generator under conditions in which a substantial percentage of the population of 
a microbe in the waste is inactivated or killed, to produce a treated waste? 
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Claim 17 

lines 1-2, it appears that "treating the waste at a rate of at least 20 l/hr" is further 
limiting the "conditions" recited in claim 12, lines 4-6. However, it is unclear if it is. If it is 
not, then what is the relationship between the step of treating the waste at a rate of at 
least 20 l/hr and the step of carrying the waste past waves produced by the RF plasma 
wave generator under conditions in which a substantial percentage of the population of 
a microbe in the waste is inactivated or killed, to produce a treated waste? 

Claim 20 

lines 1-2, it appears that "treating the waste at a rate of at least 20 l/hr" is further 
limiting the "conditions" recited in claim 12, lines 4-6. However, it is unclear if it is. If it is 
not, then what is the relationship between the step of treating the waste at a rate of at 
least 20 l/hr and the step of carrying the waste past waves produced by the RF plasma 
wave generator under conditions in which a substantial percentage of the population of 
a microbe in the waste is inactivated or killed, to produce a treated waste? 

NEW GROUND(S) OF REJECTION 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
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use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12-14 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Laroussi (US Patent No. 
5,876,663). 

Laroussi teaches a method of reducing biological contamination in a waste, 
comprising: 

(a) providing an RF plasma wave generator (= the plasma is generated by 
applying RF voltage between two electrodes) [col. 2, lines 14-34]; and 

(b) carrying the waste (col. 2, lines 35-44) past waves radiated by the RF plasma 
wave generator (col. 3, lines 30-37; and Fig. 1) under conditions in which a substantial 
percentage of the population of a microbe (= microorganisms) in the waste is inactivated 
or killed (= kill), to produce a treated waste (= sterilized) [col. 2, lines 45-55]; and 

without subjecting the waste directly to a plasma generated by the RF plasma 
wave generator (= the water is exposed to irradiation for a period of time) [col. 1 , line 
67 to col. 2, line 2; col. 4, lines 54-55; and Fig. 1 : 
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FIG I 

, where 

reference character 5 is shown as a closed container]. 

The substantial percentage is at least 50% (= kill or render inviable all 
microorganisms present in the liquid) [col. 1, lines 26-32]. 

The substantial percentage is at least 90% (= kill or render inviable all 
microorganisms present in the liquid) [col. 1, lines 26-32]. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

I. Claims 15 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Laroussi (US Patent No. 5,876,663) as applied to claims 12-14 above, and further 
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in view of Ubelhor (US Patent No. 6,379,539 B1 ). 

Laroussi is as applied above and incorporated herein. 

The method of Laroussi differs from the instant invention because Laroussi does 
not disclose the following: 

a. Wherein the method further comprises discharging the treated waste into 
a navigable body of water, as recited in claim 15. 

b. Wherein the step of carrying the waste past the waves is carried out upon 
a ship, as recited in claim 20. 

Laroussi teaches water treatment systems of municipalities and other 
locations can be treated and sterilized (col. 2, lines 8-12). 

Like Laroussi, Ubelhor teaches treating water to remove impurities. Ubelhor 
teaches a water treatment system 10 resident on a boat 18 and the freshwater source is 
a lake or river that is accessible to through the water inlet line 20 of the boat 18 (col. 5, 
lines 6-10; and Fig. 1). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the method described by discharging the treated 
waste into a navigable body of water; and carrying the waste past the waves is carried 
out upon a ship because for those regions or countries wherein the government cannot 
afford or chooses not to provide, regulate and maintain a system to treat water to 
provide drinking water, it would have been desirable to provide a system and method 
whereby water from freshwater sources, such as lakes, streams, ponds, rivers, etc., can 
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be accessed and treated to provide safe drinking water as taught by Ubelhor (col. 1, 
lines 23-30). 

II. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Laroussi (US Patent No. 5,876,663) as applied to claims 12-14 above. 

Laroussi is as applied above and incorporated herein. 

The method of Laroussi differs from the instant invention because Laroussi does 
not disclose the following: 

a. Wherein the method further comprising discharging the treated waste into 
a sewer, as recited in claim 16. 

b. Wherein the method further comprises discharging the treated waste into 
a conduit in a municipal waste treatment plant, as recited in claim 17. 

Laroussi teaches water treatment systems of municipalities and other 
locations can be treated and sterilized (col. 2, lines 8-12). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the method described by discharging the treated 
waste into a sewer; and discharging the treated waste into a conduit in a municipal 
waste treatment plant because Laroussi teaches sterilizing sewage (col. 2, lines 40-44). 

III. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Laroussi (US Patent No. 5,876,663) as applied to claims 12-14 above. 
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Laroussi is as applied above and incorporated herein. 

The method of Laroussi differs from the instant invention because Laroussi does 
not disclose the following: 

a. Wherein the step of providing an RF plasma wave generator comprises 
operating the generator at a basic frequency of 0.44 MHz-40.56 MHz, as recited in 
claim 18. 

b. Wherein the step of providing an RF plasma wave generator comprises 
operating the generator at a modulation frequency of 10-35 kHz, as recited in claim 19. 

Laroussi teaches that one skilled in the art will understand that the parameters 
are interrelated and will be able to select appropriate values of these parameters based 
on the teaching of his specification (col. 4, lines 36-46). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the step of providing an RF plasma wave 
generator described by Laroussi with wherein the step of providing an RF plasma wave 
generator comprises operating the generator at a modulation frequency of 10-35 kHz 
because the basic frequency and the modulation frequency are result-effective variables 
and one skilled in the art has the skill to calculate the basic frequency and the 
modulation frequency that would have determined the success of the desired reaction to 
occur, e.g., dependent upon the plasma forming gas and the kind of microorganism that 
is being killed (MPEP § 2141 .03 and § 2144.05(II)(B)). 

Furthermore, such changes may impart patentability to a process if the ranges 
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claimed produce new and unexpected results which are different in kind and not merely 
in degree from results of the prior art, such ranges are termed "critical" ranges and 
Applicant has the burden of proving such criticality; even though Applicant's 
modification results in great improvement and utility over the prior art, it may still not be 
patentable if the modification was within capabilities of one skilled in the art; more 
particularly, where general conditions of the claim are disclosed in the prior art, it is not 
inventive to discover optimum or workable ranges by routine experimentation (MPEP § 
2144.05). 

(10) Response to Argument 

A. Rejection of Claims 12-20 Under 35 U.S.C. 112. First Paragraph, as 
Failing to Comply with the Written Description Requirement. 

Appellants state that the parent application expressly teaches a quartz tube, 
which is a closed reactor ('208 Specification para [0019], line 1-5). This is also shown at 
'208 Figure 1 , in which a plasma gas 34 is surrounded by a quartz tube 32. The tube 
prevents the plasma gas 34 from actually touching water streams 52, 54. 

In response, claim 1 , as presently written, does not recite a closed reactor. It is 
well settled that unpatented claims are given the broadest, most reasonable 
interpretation and that limitations are not read into the claims without a proper claim 
basis therefor. In re Prater 415 F. 2d 1393, 162 USPQ 541 (CCPA 1969); In re Zeltz 
893 F. 2d 319, 13 USPQ 1320. 
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Appellants state that if the plasma generator allowed water steams to flow past 
an open plasma, that open plasma could not possibly have such a low pressure. 

In response, claim 1 , as presently written, does not recite any specific pressure. 
It is well settled that unpatented claims are given the broadest, most reasonable 
interpretation and that limitations are not read into the claims without a proper claim 
basis therefor. In re Prater 415 F. 2d 1393, 162 USPQ 541 (CCPA 1969); In re Zeltz 
893 F. 2d 319, 13 USPQ 1320. 

Appellants state that it is true that the '208 specification also teaches the 
possibility of an "open" plasma generator as an alternative embodiment. ('208 
Specification, para. [0020]). But teaching an open plasma generator as an alternative, 
merely reinforces the teaching of a closed generator as the preferred embodiment. 

In response, the disclosure of reference must be considered for what it fairly 
teaches one of ordinary skill in the art, pertinence of non-preferred disclosure must be 
reviewed in such light (MPEP § 2123 and § 2141 .02(VI)). 

Appellants state that one of ordinary skill in the art would read the current 
specification (and the parent application, which is incorporated by reference) to convey 
that the current inventors had possession of the concept of running the water streams 
past waves emitted by the plasma "without subjecting the waste directly to the plasma 
generated by the RF plasma wave generator". 
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In response, page 4, line 22 - page 5, line 27 of Appellants' specification recites: 

Upon release of the fluid waste from the tank through one-way output valve 1 34, 
the waste flows into conduit 140 where it is carried past the waves of the RF 
plasma generator 150. It should be noted that waste can be carried past the 
waves in at least two substantially separate streams (i.e. a basic stream and an 
acidic stream) and then recombined after being subjected to the waves. The 
basic frequency of the plasma is preferably between 0.44 MHz and 40.68 MHz, 
and the plasma is preferably modulated at a frequency between 10 kHz and 34 
kHz. Flow rates typically range from 20 l/hr to about 2000 l/hr, although multiple 
configurations and sizes of device are also contemplated, so that lower and 
higher flow rates are possible. 

The paragraph says that the waste is carried past the waves of the plasma, but it 
says nothing about without subjecting the waste directly to the plasma. 



Appellants state that one of ordinary skill in the art would understand the 
inventors to have possession of the claimed invention at the time the application was 
filed. 

Appellants state that as the Appellants previously stated, literal basis is not the 
proper test. 

In response, the claims shall be construed to cover the corresponding structure, 
material, or acts described in the specification and equivalents thereof. Just because 
the disclosure of the parent Application Serial No. 10/432,208 provides support for a 
claim element does not mean that the UPSTO cannot enforce its requirement that the 
terms and phrases used in the claims find clear support or antecedent basis in the 
present written description. 
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B. Rejection of Claims 15-17 and 20 Under 35 U.S.C. 112, Second 
Paragraph. 

Appellants state that the test for definiteness under 35 U.S.C. 112, second 
paragraph, is whether "those skilled in the art would understand what is claimed when 
the claim is read in light of the specification." 

In response, claims 15-17 and 20, lines 1-2, respectively of each claim, recites 
"treating the waste at a rate of at least 20 l/hr". 

There is no connection claimed between treating the waste at a rate of at least 
20 l/hr and carrying the waste past the waves radiated by the RF plasma wave 
generator. These are two separate limitations. Since the method claims are given the 
broadest, most reasonable interpretation and that limitations are not read into the claims 
without a proper claim basis therefor, the "treating" would have read on a broader scope 
than that disclosed by Appellants' specification, and would have read on subjecting the 
waste directly to a plasma generated by the RF plasma wave generator. 

Appellants state that the Examiner is applying the wrong test. The test for 
definiteness under 35 U.S.C. § 1 12, second paragraph, is whether "those skilled in the 
art would understand what is claimed when the claim is read in light of the 
specification." Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806 F.2d 1565, 1576, 1 
USPQ2d 1081, 1088 (Fed. Cir. 1986). 

In response, it is well settled that unpatented claims are given the broadest, most 
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reasonable interpretation and that limitations are not read into the claims without a 
proper claim basis therefor. In re Prater 415 F. 2d 1393, 162 USPQ 541 (CCPA 1969); 
In re Zeltz 893 F. 2d 319,13 USPQ 1 320. 

Appellants' claim limitation of "treating the waste at a rate of at least 20 l/hr" 
reads on any kind of waste treatment. The scope of the "treating" as presently claimed 
is open and endless. 

C. Rejection of Claims 12-14 Under 35 U.S.C. S 102(b). 

Appellants state that looking at Fig 1 of Laroussi, the water (labeled 1 10) is 
directly subjected to the plasma (labeled 120). Additionally, reference character 5 does 
not show a "closed container" as the Examiner argued. (See Supplemental Examiner's 
Answer P 8) The top of the container is obviously open, as shown by the waves of 
plasma 120 entering the top of the container. 

In response, Laroussi shows in Fig. 1, a particulate shaded region which is the 
plasma irradiation. The particulate shaded region does not go into the container 5 
because the "water in" and "water out" space flow is clear of the particulate shaded 
region : 
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shaded region is the 
pia&ma irradiation 



space fk>w is dear of 
the shaded region 



Thus, Laroussi teaches a closed container where Appellants' claim limitation of 
"without subjecting the waste directly to a plasma generated by the RF plasma wave 
generator" is met. 



B. Rejection of Claims 15-20 Under 35 U.S.C. 5 103(a) 
Appellants state that on pages 8-12 of the Supplemental Examiner's Answer, the 
Examiner brought up new 103 rejections. However, these are previous rejections that 
were already presented by the Examiner in the Office Action dated March 26, 2007, and 
were already withdrawn in the Examiner's Office Action dated August 8, 2007. 
Withdrawn rejections can not be revived under the guise of a "new rejection." 

In response, the Examiner's Office Action dated March 26, 2007 were over the 
original claims dated February 13, 2007 and not over the previously presented claims 
dated September 26, 2007 . Thus, the present claim rejections in the Examiner's Answer 
are not withdrawn rejections but are new rejections because claims rejections were 
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never made on the previously presented (amended) claims dated September 26, 2007. 
(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

Appellant may file another reply brief in compliance with 37 CFR 41 .41 within two 
months of the date of mailing of this supplemental examiner's answer. Extensions of 
time under 37 CFR 1 .136(a) are not applicable to this two month time period. See 37 
CFR41.43(b)-(c). 

A Technology Center Director or designee has approved this 
supplemental examiner's answer by signing below: 

Respectfully submitted, 
/Kathryn Gorgos/ 
Kathryn Gorgos 
Director Designee 1700 
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/Edna Wong/ 

Primary Examiner, Art Unit 1795 
Conferees: 



Nam Nguyen 

Supervisory Primary Examiner, Art Unit 1795 
Appeal Conferee 

/Kathryn L Gorgos/ 

Kathryn Gorgos 

Appeal Conferee, TC 1700 



